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Foreword

ISO (the International Organization for Standardization) is a worldwide federation of national standards
bodies (ISO member bodies). The work of preparing International Standards is normally carried out
through ISO technical committees. Each member body interested in a subject for which a technical
committee has been established has the right to be represented on that committee. International
organizations, governmental and non-governmental, in liaison with ISO, also take part in the work.
ISO collaborates closely with the International Electrotechnical Commission (IEC) on all matters of
electrotechnical standardization.

The preecedures—tsed—to—developth ment-and-these—ntendedfor-its—further-maintenance are
described in the ISO/IEC Directives, Part 1. In particular, the different approval criteria‘needed for the
different types of ISO documents should be noted. This document was drafted in acéordapce with the
editdrial rules of the ISO/IEC Directives, Part 2 (see www.iso.org/directives).

Attention is drawn to the possibility that some of the elements of this documént may be the subject of
patent rights. ISO shall not be held responsible for identifying any or all sueh-patent rights. Details of
any patent rights identified during the development of the document willbe in the Introdu¢tion and/or
on tHe ISO list of patent declarations received (see www.iso.org/patents);

Any trade name used in this document is information given for the'éonvenience of users gnd does not
consfitute an endorsement.

For an explanation of the voluntary nature of standards; the meaning of ISO specifi¢ terms and
exprgssions related to conformity assessment, as well ‘as’information about ISO's adhefence to the
World Trade Organization (WTO) principles in the Techinical Barriers to Trade (TBT) see wiww.iso.org/
iso/fpreword.html.

This[document was prepared by Technical Commiittee ISO/TC 279, Innovation Management

Any feedback or questions on this documentshould be directed to the user’s national standpards body. A
complete listing of these bodies can be feund at www.iso.org/members.html.
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Introduction

0.1 General

Every organization involved with innovation initiatives addresses intellectual property in one form
or another, because intellectual property is inextricably linked with innovation. Intellectual property
("IP") refers to unique, value-adding creations of the human intellect that result from human ingenuity,
creativity and inventiveness. IP is a type of property while intellectual property rights (“IPR”) are the

rights arising from different forms of IP.

[P enables the granting of property-like rights over new knowledge and creative expressions. For
example, IP| relates to scientific or technological products or processes, software, data, knowtrhow
literary and| artistic works, designs, symbols and names. There are various types of IPRs thatiprptect
different ingovation outputs.

IP is becom|ng increasingly important on a global scale in today’s knowledge-based economy. IP fis no
longer impartant just for large organizations, it is also important for smaller organizations becaise it
allows all offganizations to capture the benefits of innovation. A consideration ofthird-party IP if also
relevant in ¢rder to ensure that organizations can leverage the outcome of theiririnovative efforts. It is
important tp engage in I[P management activities across the organization dand amongst organizations.
For exampld, IP can facilitate ideas being co-developed, exchanged and traded.

An organization can leverage IP to achieve its business objectivésvand to implement innovpation
initiatives for a range of purposes including:

— strategic positioning,

— finding foutes to innovation,

— protect|ng innovation results,

— attractihg and securing investment,

— increasing competitive advantage,

— establishing clear ownership of IP_and IPR,

— establishing freedom to operate,

— creating innovation value,

— enabling collaboratiomn:

[P strategy should be™an integral part of the wider business and innovation strategies. Organizations
should be aWare thatconsidering IP only from a defensive perspective can obscure some benefits that [P
can achieve which{can support additional innovation and business objectives. This is because effectjve IP

managemerIc enables an organization to optimize its IP assets to achieve a wide range of organizatjional
objectives. This also allows for maximizing the benetits associated with innovation, while managing
uncertainty and minimizing related risks and costs. I[P management can enable collaboration with
partners, competitors, and customers, which can yield enhanced innovation outcomes. IP management
can create collective value through collaborative approaches (e.g. open-innovation, joint-development,
ecosystems, and network effects), and be a driver of additional sources of revenue (e.g. cash flows
through licensing).

Effective innovation management should include implementing an IP strategy which is aligned with the
business strategy. There are several activities associated with an IP strategy (illustrated in the outer
circle of Figure 1) and the implementation of these aspects results in positive outcomes (illustrated in
the inner circle of Figure 1).
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Figure 1 — IP management activities which contribute to innovation management

Therg is no universally appropriate IP strategy, siiice an IP strategy should be tailored to the needs of
an organization's business and innovation strategies. IP strategy is diverse depending on|the context
of the organization, such as external and internal issues, including the maturity of the organization’s
innoyation management.

Thergfore, the IP strategy should be flexible enough to adapt and change over time. In other words, the
depth and breadth of an IP strategy should be adaptable to the changing context of the ¢rganization
over|time.

0.2 Principles

The following principles, derived from the innovation management system provide a foungation for IP
manggement:

a) Realization'of value

The management of IP should create value for all relevant stakeholders. This includes lopg-term and
shor{-term'value; explicit and implicit value; financial and non-financial value.

b) Future-focused leaders

At the outset of an innovation initiative, leaders across the organization should inspire and engage
employees, and other interested parties, to generate, protect and leverage IP with a view to long-term
value creation for the organization.

c) Strategic direction

The organization should align the overall strategic direction for the management of IP with its business
and innovation strategies.
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d) Culture

:2020(E)

The organization should foster and sustain shared values, beliefs, and behaviours across the
organization with a view to generating, protecting and leveraging IP for long-term value creation for
the organization.

e) Exploiti

ng insights

The organization should access a diverse range of internal and external IP knowledge sources to
systematically develop the organization’s [P expertise and to support its innovation planning and

strategy.

f) Managi

The organiz,
with regard

g uncertainty

ation should evaluate and manage innovation uncertainty and risks from an IP perspe
to the management of internal IP and awareness of external IP.

g) Adaptability

The organiz
address cha

hges in organizational context, and to ensure continued alignment with its desired pur

and core capabilities.

h) Systemj

The organiz
view to redy

0.3 Structu

The managg

approach

ation should manage IP based on a systems approach (instead of on an ad-hoc basis) W
[cing organizational risks and enhancing value creation potential for the organization.

re of the document

organization to obtain and maintain a dynamic core.capability and to transform its innovation re

into valuabl
The organiz,
— AnlIPm

AnIP st

[P man
changin

IP tools

Figure 2 pr¢

b [P assets.

ation should consider the following:

hgement activitiesctailored to the innovation process, especially taking account o
g context in different innovation stages (Clause 6, linked to ISO 56002:2019, Clause 8);

used in suppert of IP management activities (Annex A to Annex F).

sents thesstructure of IP management with references to the clauses of this document

rtive,

ation should adopt relevant systematic IP management processes(in) a timely mannger to

pose

rith a

ment of [P is necessary for effective innoyation management. It provides a means for the

sults

hnagement framework, aime@at the implementation of IP management activities (Clauge 4
Fategy as an integral part ¢fthe organization's business and innovation strategies (Clauge 5

f the

viii
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IP management
(43)

Understanding the context
of the organization
“1
Establishing systematic
IP management
42)
responsibility

Culture
(44)
Human capital
(4.5)

Financial considerations

(4.6)

*.7)

4)

Legal considerations

IP MANAGEMENT FRAMEWORK

IP strategy goals
(5.1)

Developing IP strategy
(5.2)

Implementing IP strategy

(5.3) (5)

IP STRATEGY

- review internal IP
records/database;

- review third party IP to assess
risks and opportunities;

- create concepts from promising

- investigate and assess the concepts
created;

- identify potential partners or licensees
and assess risks and opportunities;

- retain and maintain the documented

ideas or potential solutions; information;
- determine potential opportunities - select the best concepts from those
for new IP; created.

- Conduct further IP analysis to assess IP risks aridopportun]
to workable solutions;

- Mitigate risks identified through the IP analysis of workabl
- Exercise rights and fulfill relevant contractual obligations;

- Apply measures to ensure that IP pretection is maintained;
- Update records of workable solutions;

- Support the branding strategy by‘addressing trademark an
relevant IP.

ties relevant

solutions;

other

Identify
opportunities
(6.2)

Ensure ideas are captured by various means
nd stored along with relevant data;

Establish good communication between IP,
&D and marketing staff;

Conduct internal IP portfolio analysis;
Conduct analysis on the state of the art and/or
P.

Create
concepts
(6.3)

Validate
concepts

(6.4)

Develop

solutions
(6.5)

Deploy

solutions
(6.6)

- Monitor and assess IP risks;

- Conduct IP analysis to.assess IP risks and
opportunities;

- Determine how te mitigate above risks;

- Negotiate withpotéhtial collaborators
andlicensorsj*

- Ensure that IP protection can be maintained (]
- Update the'records of the validated concepts.

- Address legal disputes should they arise;

- Review IP filings, technical innovation direct|
trends etc,, to identify innovation opportuniti
- Understand the utility of the IP assets of the (
- Leverage IP assets;

- Update relevant information about IP assets

lon, market
S5
rganization;

pr [P portfolio.

IP MANAGEMEN')
IN THE INNOVATION P}

(6)

OCESS

This

a) IS

Figure 2 — Stracture of IP management with reference to the clauses of this doc

documentrelates to the ISO 56000 family of standards, developed by TC 279, as follow

0 56000:2020 Innovation management system — Fundamentals and vocabulary
essexrtial background for the understanding and implementation of this document.

ument

S:

rovides the

b) ISO 56002:2019 Innovation management system — Guidance provides guidance for the development,
implementation and maintenance of an innovation management system, to which all subsequent
standards of the family, are complementary to.

c) ISO 56003:2019 Innovation management — Tools and methods for innovation partnerships -
Guidance provides guidance and tools to select external partnerships to enhance innovation success.

d) ISO/TR 56004:2019 Innovation management assessment - Guidance provides guidance for
organizations to plan, implement and follow-up on an innovation management assessment.
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Innovation management — Tools and methods for

int

ellectual property management — Guidance

1 Scope

Efficient management of IP is key to support the process of innovation, is essential for organizations'

grow

This

to address the following issues concerning IP management at strategic and operational levg

— ]
—

This

2 Normative references

Ther]

4.1

The
to itd

Terms and definitions

thramd protection, and 1S thelr engite for COmpetitiveness:

document proposes guidelines for supporting the role of IP within innovation matager

[reating an IP strategy to support innovation in an organization;
{stablishing systematic [P management within the innovation processes;
\pplying consistent IP tools and methods in support of efficient [P\uranagement.

document can be used for any type of innovation activities and initiatives.

e are no normative references in this document,

he purposes of this document, the terms and definitions given in ISO 56000: 2020 app]

nd IEC maintain terminological databases for use in standardization at the following g

SO Online browsing platform: available at https://www.iso.org/obp/

EC Electropedia: available at http://www.electropedia.org/

P management Framework

Understanding the organization and its context

brganization should determine external and internal issues and considerations that
organizational objectives and that affect its ability to achieve its intended IP strategic

nent. It aims
Is:

Y.

ddresses:

hre relevant
objectives.

The organization should:

a) scan and analyze the external environment, considering issues related to the following: a) areas
such as market, culture, technology, legal, regulatory and political aspects; b) geographic scope:
whether international, national or regional; c) time horizons - short, medium, or long term; d)
potential opportunities and threats, such as opportunities through collaborators or threats from
competitors;

b) analyze its internal environment in terms of business and innovation strategies and types of IP
assets of the organization, while considering issues related to: a) the business and innovation vision,
strategic direction, existing management practices; b) the business and innovation objectives and
planning to achieve them; c) existing IP owned by the organization or licensed to or from others;
d) process and resource strengths and weaknesses that can impact achievement of intended IP

© ISO
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objectives; €) cultural aspects such as values, ethics beliefs, history, observed behaviours, attitudes,
and commitment at various levels of the organization;

identify interested parties (internal and external, current and future), that are relevant to IP
management in innovation, and determine their relevant needs, expectations, and applicable
requirements.

4.2 Establishing systematic IP management

[P management should take into account the activities, processes and supports that are required, how
they interact, and how continuous improvement can be achieved in accordance with this document.

In the context of IP management, the organization should decide whether to make an innev
outcome publicly available without restriction or whether to protect it. If the decision is made.to'pr
the innovation, then the different forms of IP protection (e.g. copyright, trade secrets, trademarks
Annex B) should be considered. I[P management should also account for the fact that IRRS can provide
a ‘positive’ fights (rights to use what is protected) and ‘negative’ rights (rights to exclirde third p4
from using yhat is protected) to the owner. This can depend on the type of IPR in.question.

The organization should also provide measures to manage both, the potential positive and neg
aspects of [

4.3

and IPR.

IP management responsibility

4.3.1 Lea

Top manage
and commu

dership and commitment

hicated within the organization.

Top management should demonstrate leadership andycommitment with respect to I[P management

a)
b)

c)

d)

e)
f)
g)
h)

i)

ensurin|

establis|
innovat

ensurin|
oftheo

ensurin|
process

ensurin
commu

ensurinl

IP policy and objectives are estahlished;

ing and implementing an IP strategy which is aligned with (and supportive of
on strategy;

the established IP policyand objectives are aligned and evolve with the strategic dire
rganization;

lo that the integration of IP management activities into the organization’s innov
es;

ig the resources and capabilities needed for IP management as needed;

hicating the importance of effective IP management throughout the organization;

htion
ptect
- see

rties

ative

ment should ensure that the responsibilities and authority for relevant roles are assigned

by:

the

ction

htion

i that I[P management achieves its intended m]h‘nmp(c);

directing and supporting persons (e.g. sustained training and education in IP) to contribute to the
effectiveness of [P management;

promoting continual improvement of the management of IP.

4.3.2 Organizational roles and responsibilities

[P management responsibilities related to innovation should include:

a)

establis

hing appropriate activities and related support for managing IP;

b) defining what innovation outputs should be made publicly available without restriction, or else
protected, and if so, when, how (e.g. patent, copyright, design, trademark or trade secret) and where;

© IS0 2020 - All rights reserved
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c) establishing and maintaining an inventory of the organization's I[P assets to ensure controlled
access to it by persons, internally and externally, when necessary for the organization’s work;

d) according to legal considerations (see 4.7), periodically monitoring IP in the public domain that is
relevant for the organization, as input to innovation activities and initiatives; as well as to avoid
potential infringement or to provide innovation reference and inspiration;

e) according to legal considerations (see 4.7), managing potential infringements of the organization's
[P by other parties;

f) according to legal considerations (see 4.7), monitoring the development and differences of relevant
national legi ion and other inte iona apnlicable legal and reo 0 equirements to

g) identifying and reporting IP risks and opportunities to interested parties((e:g. the board of
directors, shareholders, other functions of the organization);

h) fealizing value (financial or non-financial, internal and external) to thécrganization through IP,
¢.g. reputational, financial, collaborative, and human capital;

i) ¢onducting other I[P management activities, including protecting trade secrets, idea njanagement,
or clarifying ownership in relation to external partners, e.g. in ¢ollaborative innovation projects;

j)  establishing awareness and providing training, as necessafy)within the organization.

[P mpnagement responsibilities should be clearly identified; documented and shared with the rest of

the drganization, in particular within the framework of their interactions with other fun¢tions in the

orgahization.

Role$ and responsibilities for IP management agtivities can be assigned: a) as part of existing roles,

such|as roles related to specific functions orinits; or b) as dedicated roles with a focus on general

IP mpnagement or on specific I[P management initiatives and activities. These responsibilities can be

assumed by a single person or a team, andican be internal or external to the organization.

The |P management function can either report to the top management team, be included wijthin the top

management team, or can be assumed by the top management itself.

4.4 | Culture

The ¢rganization shouldpromote an organizational culture that supports the effective management of IP.

4.4.1 Awareness

For the effeCtive establishment, implementation, maintenance, and continual improvement of the

management of [P, the organization should promote IP awareness throughout the organization by:

a) (btaining oversight and approval from the organization’s top management of both policy and
processes for the strategic management of [P;

b) designating a member of the senior management team accountable for implementing the
organization’s policy and processes for the management of IP;

c) providing employees with an understanding of IP management policies and processes, their
purpose and specific expectations related to their role requirements and how they contribute to
the effectiveness of I[P management in their day-to-day work operations;

d) ensuring employees across all areas understand the IP specific business processes and methods,

© IS0 2020 - All rights reserved
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4.4.2 Work environment

For the effective establishment, implementation, maintenance, and continual improvement of the
management of [P, the organization should provide and maintain an enabling work environment by:

a)

b)

c)

d)

f)

4.5 Human capital

encouraging all levels of management to promote and demonstrate their commitment to the
management of IP and having regard to the consequences of failing to do so;

providing the support (including infrastructure, resources, assets, training, and tools) necessary
for the effective and efficient operation of its processes for the management of IP;

empowering employees to make decisions that ensure proper management of [P in their day-to-
day work;

encourgging appropriate participation and feedback by employees in [P management processés;

considefing incentives and programs to recognize individual and/or workgfoup and feam
achievements in the management of IP;

establishing human resources processes to address IP considerations( for onboarding|new
employ¢es, and for departing employees (e.g. for trade secrets confidentiality and disclosufre of
informdtion).

The organifgation should ensure the availability of competent people to support the effective

managemerft of IP.

4.5.1 People

For the effective establishment, implementation, cmaintenance, and continual improvement of the

management of [P, the organization should:

a)

b)

c)

d)

4.5.2 Knawledge and competence

identify} provide and ensure the availability of the necessary people for each activity or stage ip the
management of [P;

considef the knowledge (both individual and collective), competence, and limitations of p¢ople
within the organization;

considel multi-disciplinary@ssistance in addition to IP strategy competence and/or expert opiions
that coyld or should be-gbtained from external providers;

considef a reportingmechanism for IP governance to the top management, which could in¢lude
periodi¢ reports. as to the adequacy of current resources, in order to meet the organizational
innovatjon neéds.

For the effective establishment, implementation, maintenance, and continual improvement of the
management of [P, the organization should:

a)

b)

identify what knowledge is necessary and ensure that this knowledge is maintained and made
available (e.g. by utilizing published guidance available from various organizations and government
entities to gain an understanding of the elements of [P management);

manage the changing requirements for IP management utilizing an assessment of employees’
current knowledge and capabilities vs future IP strategic needs; and also determining how to
acquire or to provide access to additional knowledge;

determine the necessary IP management competencies of employees related to their day-to-day work.
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4.5.3 Education and training

For the effective establishment, implementation, maintenance, and continual improvement of
the management of IP, the organization should ensure employee awareness of the processes and

expectations of IP management by:

a)

developing a training program designed to raise awareness of IP as well as the organization’s

[P policy and IP management activities, and deliver the program all employees and ensure it is
reaffirmed on a periodic basis;

b)

providing role-specific training to ensure that the necessary [P competencies are available to meet

currentand nvpnr‘fnd future nnnﬂc;

C)i:l‘

4.6

For {
asso
protq
staff
finarn

easuring the effectiveness of the available IP training periodically to ensure
anagement processes are understood, and conformed with, at all levels of the Organiz

Financial considerations

he effective management of IP, it is important to recognize that(there are a vari
riated with developing and maintaining an IP portfolio (e.g. cests associated with|
ecting, registering, maintaining and enforcing IPR, as well as organizational resource g
ng and training). IP management should be viewed as long‘term investment which g
cial returns and business opportunities.

Give

for the effective implementation of its IP management activities. Specifically, the organizat

a)

b)

c)

d)

f)

these considerations, the organization should have-available the financial resource

that the IP
ration.

ety of costs
evaluating,
osts such as
an generate

S necessary
on should:

onsider financial opportunities and constraints'associated with IP management, including the

inancial implications of not obtaining and managing IP;

llocate dedicated financial resources for, IP management activities e.g. as a percenta
urnover or overall budget or designating funds for I[P management initiatives by top nj

scribe a financial value to IP (e.g- for acquisition, sale or investment), when necessary
iven the circumstances. Organizations should be aware of the different valuation msg
ut should recognize that there can be negative and positive implications to ascribin
alue to IP;

onsider the roles of [P)in achieving and supporting various financial benefits, such a
ccess to financing from internal or external sources, and for investment in innovatia
roduct developmeént, commercialization and growth;

stablish inyesting principles, e.g. investing in acquiring a patent portfolio, mergers and
riven by~ P;

onsider external IP financing incentives and relevant public conditions and/or regy

be of annual
anagement;

br beneficial
thodologies
b a financial

b facilitating
n as well as

Acquisitions

lations (e.g.

overnment policy, public sector initiatives with respects to IP, tax incentives and subs

idies).

4.7

Legal considerations

The organization should have a general understanding of legal considerations related to IP
management. For example, an option to legal protection for an innovation outcome is to publicly
disclose it so that a third party cannot subsequently file for IP protection and preclude the organization
from commercializing the innovation outcome itself. The organization should also recognize that
infringement of third-party IP can be resolved through various means including licensing, collaboration
or litigation.

© IS0 2020 - All rights reserved


https://standardsiso.com/api/?name=b00c028a7cef216f0c50463635850db6

ISO 56005

Given these

:2020(E)

considerations, the organization should:

a) provide support for legal activities involved in the innovation processes that lead to the deployment
of solutions and ensure access to legal resources when needed that are appropriately qualified and
competent;

b) address legal issues (e.g. authorship, inventorship, ownership, IP infringement and contractual

issues).

c) develop a process for keeping and maintaining relevant IP and innovation documentation (e.g.
records) addressing the following aspects: monitoring deadlines and periodic review of the

portfoli

d) conside
organiz
protect

on from the beginning of the innovation processes where the IP is generated, t

expiration of the IP’s available protection (e.g. approximately 20 years for patents;the lifetim

trademj

e) be awal
be filed
reasong

f) addresg
design
conseqy

g) be awa
practicq
assessiy

5 1P Strd

The organij
innovation

business str
innovation {

rk if maintained, or potentially in perpetuity for properly protected trade’secrets);

e that different forms of [P have specific requirements for protectior’(e.g. patents ne
in every country where protection is desired and trade secret protéction necessitates
ble measures are taken to protect them) and that each form of [P provides different ri

third party IP according to the organization’s established,risk-based approach (e.g. lic
hround third-party IP, opt to ignore) to balance the\potential opportunities, riskg
ences of actions taken;

e of the risks and opportunities related to cetntries having different legal frame
s and standards. For example, there can be different legal implications for monitoring
1g third-party IP in different jurisdictions.

itegy

btrategy. Furthermore, the_organization's IP strategy should align with and suppo
ategy. Figure 3 illustrates the relationship between an organization's business strateg
trategy and the [P strategy.

ired;

ense,
and

iwork
r and

ation should have an IP strategy which should be integrated as a key element of its

't its
y, its
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Organization
Vision/Mission
1 : Business Process :
Goals and Business : > Business Model I
Objectives Strategy | > Market Situation :
I |
|

» Merge & Acquisition

7N |

Innovation Strategy | <—) IP Strategy

Innovation Process IP Management

» ldentify I[P ResearchH«& Analysis

Create IP Genefation

Develop

>

» Validate
> IP Exploitation
>

>
>
>
» P Maintenance
>
Deploy $

[P Risk Management

|
|
|
|
[P Acquisition :
|
|
|
|
|

Figure 3 — The relationship between organization's business strategy, innovation strategy and

The

IP strategy

pbrganization can have a general‘innovation strategy or specific individual strategies|focusing on

diffefent objectives (e.g. focusing on products / services, or on different organizational levels / business
needs, or on differing innovation strategies such as open or closed innovation [See ISO 56000]).

5.1

IP strategy goals

Similar to the approdach taken in the creation of general or specific innovation strategies, an
orgahization’s [P{strategy can vary, depending on both the organization’s innovation strategy and its

busi

ess strategy relating to its goals for new products, services, processes, models, metho(ds, etc.

The purpase of building an IP strategy is to integrate IP management with the business angl innovation

stratiegies, ' which will:

ensure proper allocation of resources throughout the innovation processes;

determine the [P strategy objectives and associated policies that will enable the organization to
realize its organizational and innovation objectives. This strategy process will ensure effective
management of innovation, and improve innovation success rate, outputs, and/or organizational
performance;

minimize IP risk associated with innovation activities and initiatives, and ensure the organization
maintains ownership or access of innovation outputs and/or results;

optimize IP assets, and maximize innovation effectiveness, outputs, and/or results (e.g. seen
through monetization, commercialization, technology transfer, innovation partnerships, supply
chain management, or optimal organizational position with respect to the IP landscape);
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— strengthen organizational competitiveness by leveraging IP.

5.2 Developing IP strategy

Itis important to develop an IP strategy that reflects the use of [P as a tool to advance the organization’s
objectives, and therefore the IP strategy should support the achievement of the organization’s wider
innovation and business strategies.

Figure 4 illustrates the steps for developing IP strategy.

Understand the role of IP and IP ( What ic the ID )
= mpnagement in both innovation strategy?
and business strategy gy
~
Understand and document the current What is the current
L. s state of IP and IP
IP position of the organization
management?
Fs
Set up IP objectives that align with What are the key IP
the innovation policy and strategy strategy objectives?
LY
What IP What i
Implement / Operationalize the IP a atis our
strate models can we plan? (who,
gy deploy? where, when)
<
Communicate IP Strategy to all
relevant parties

Tl

valuate and review IP strategy regularly against the changing external environment
or internal changes

Figure 4 — Steps for developing IP strategy

Developing |P strategy)involves the followings steps:

a) Understiand therole of IP and IP management in both innovation and business strategy.

— Considéethe nrgani7afinn'c obiectives and what will bhe needed to achieve them

— Consider how well aligned the organization’s IP strategy vision/mission is with the organization’s
current and future IP direction.

— Consider how the IP strategy will be reflected in the organization’s business and innovation
strategies.

— Consider how IP is used to help the organization achieve and support its business goals.
— Consider any IP related barriers for organization to achieve its mission.

— Consider any organizational barriers that exist in developing an IP strategy.
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Understand and document the current IP position of the organization.

Consider the relevancy of the organization’s IP assets to the market, competitors and/or other
relevant third parties, including impact and fulfilment of internal business and innovation strategic

objectives.

Consider any information relating to third party IP (e.g. obtained via competitive

intelligence

analysis) and the organization’s own IP (e.g. obtained via an IP audit), and if the organization has

access to in order to support the achievement of its IP goals.

Consider how both the organization’s own IP (via information from an IP audit) and third-party IP

Assess the current state of the organization's IP management with the following
including:

¢  maturity of the IP management compared to: a) culture/capability/experience, b
performance;

4 comparison to peers in the industry including competitors.
$et up IP objectives that align with the innovation policy and organization roadmap.
$et up IP objectives to meet organizational IP needs (e.g. develop or acquire IP).

Lonsider when, what and where to exploit/ leverage IP, including what third parties can ¢
felevant [P, and how to address this concern.

Identify what IP to capture and manage, includihg IP resulting from the organization’
and/or third-party IP.

Lonsider if any relevant IP can be leveraged in multiple ways, such as divesting, licer]
lapse for maintenance cost savings.

Implement/operationalize the IP/strategy.

[onsider various types of IR and associated IPR that can be relevant to the innovation
the organization.

[onsider any [P management processes required, and the appropriate processes rel
innovation activitigs-and initiatives.

[onsider the résources, capabilities and timeframes.
[onsider any possible IP commercialization (e.g. spin-off, licensing, franchise or assert

[ommuhnicate [P strategy to all relevant parties.

[P goals.

conditions,

innovation

loregarding

5 innovation

sing-out, or

activities of

ative to the

on).

within an

stéps outlined above can be applied to an organization as a whole, or a sub-grou

organization, or even at a project level.

5.3

Implementing IP strategy

The organization should periodically evaluate and review its IP strategy against the changing external
environment or internal changes due to the evolution of organizational strategy.

The

organization should evaluate the IP strategy by considering the following:

— examine the organization’s IP related strengths, weaknesses, opportunities, and threats in the

context of the organization;

discover and review the key IP strategic objectives of the organization;
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understand how the IP strategy links to strategic direction of the organization;
define who is responsible for what in the implementation of the IP strategy;
define how business impact will be measured;

define the time frame;

understand any overarching IP policy considerations of the organization.

The organization should communicate the IP strategy to all interested parties, if necessary, in order to
achieve effective implementation. The organization should also develop tools and allocate resources

necessary tq

For further

ensure that the IP strategy and IF management processes are implemented appropri:

Jetails on implementation and adaptation of the IP strategy see Clause 4 and Claase’6.

6 IP mapagement in the innovation process

6.1 Gene

Innovation

ISO 56002:7
solutions, a
organizatio
processes. |
be tailored

ral

s non-linear and iterative, and comprises five interacting inmovation processes (seg
019): (1) identify opportunities, (2) create concepts, (3).«alidate concepts, (4) dej
1d (5) deploy solutions, as defined in the innovation management system (See Figure 2)

should configure the operations of IP management to suit its corresponding innov
P management requirements span the entire range of innovation processes but s}
to the specific conditions pertaining to each of the innovation processes. Embedd:s

manageme

t activities are essential to: (a) make innovation\processes more efficient, (b) to faci

the accumulation of, or access to, valuable intangible assets, and (c) to provide clear guidanc

innovators.

To ensure

lignment with the established IP mandgement approach, the IP management actiy

should be guided by the established IP strategy, while constantly employing IP management
and methods (e.g. IP landscaping or navigation). It should be executed by the organization utilizing

collaboratio
and product

The IP man
the organizd
and these t4g

between various skillsets, e.g, internal and/or external IP professionals, R&D engin
managers.

hgement activities involveé several tasks that can be undertaken by various individug
ition (e.g. internal and /or external IP professionals, R&D engineers, and product manag
sks generally follow-most [P assets throughout their lifecycle.

The tasks include, but aceynet limited to, the following in the IP asset lifecycle as follows:

generat

ng and dcquiring IP;

sorting

htely.

8.3,
relop
. The
htion
jould
ed 1P
itate
e for

rities
tools

eers,

1ls in
pers),

ensurinE generated IP is owned or available to the organization;

identifyt

and retrieving IP;

exploiting and embedding IP in the business;
generating opportunities and mitigating risks related to IP;

managing IP assets (e.g. abandonment, licensing, sale).

These tasks can be seen as I[P management activities that apply to each of the five innovation processes
(identify, create, validate, develop, and deploy). However, the contexts and objectives of the activities

should vary

10

across the innovation processes.
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To execute IP management throughout the different innovation processes, the organization should
consider that:

Execption of IP management activitiés jn Clause 6 require the use of various IP based tools 3
(see
activiities can be used at multiple'and often-overlapping points across the five innovation p

An organization should censider the relevant tools and methods in Annex A to Annex

withfn their innovationactivities and initiatives.
6.2 | IP management in the "identify opportunities” process
6.2.1 Why

To de¢fire.and prioritize potential opportunities for innovation by identifying the state of]
through/prior art research or IP landscaping).

6.2.2

innovation often results in various IP assets that can be protected. For example, patents

can apply to

new products or processes, copyright for literary and artistic works or software, industrial designs
for an aesthetic aspect of an article, trademarks for branding a product or service, or trade secrets

for protecting a unique confidential formula.

forms or types of IP that can emerge from innovation initiatives can generate
opportunities that exist for at least the lifetime of the form of IP and/or IPR (e.g., the
trademark if maintained, or potentially in perpetuity for properly protected trade secr

exploitation
lifetime of a
ets).

identifying, protecting and leveraging IP can result in financial, reputational, and collah
r network benefits. A failure to recognize and respond to these options can lingit ithg
f these benefits. Furthermore, it can place the organization at risk if the organization|
verage its own innovation outputs/results or is only able to do so at incremental cost. 4

brative and/
» realization
is unable to
\dditionally,

jgnoring third party IP can result in risk in the form of financial liability'and/or compromise the

ngoing viability of the organization.

ngagement with relevant people involved in the processes is neeessary. To optim
nd leverage IP generated through the innovation processes, ‘it is important for c
dopt certain practices aimed at engaging people to identify and protect the IP (e.g.,
ppropriate documentation, confidentiality and registration practices, as applicablg
ecessary to employ appropriate practices to disseminate information to intereste
nable them to leverage the IP and further the organization’s general strategic objectivj

aving an awareness that the “deploy solution” pr@cess can persist for the lifetime of]

hlly capture
mpanies to
by adopting
). It is also
d parties to
es.

the specific

P term. It should be continually monitored to ensure the protection, commercialization, and/or

xploitation is continually optimized for thesmarket over the entire lifetime. In pract
equire an organization to continually iteérate across the five interacting processes
ifetime of the IPR, in order to ensure thabthe IP is optimized (e.g., by creation of additi
r abandonment or sale of unnecessatty [PR’s for cost savings).

Annex B). For many organizations, these IP tools and methods related to the IP 1

ice this will
during the
pnal IP and/

nd methods
hanagement
Focesses.

F that apply

the art (e.g.

Input

To identify and define opportunities for innovation, the organization should consider the following inputs:

innovation initiatives;

technical trends;

the prior art via publicly available IP databases;

previous relevant documented information (e.g. innovation records);

IP of the organization, and of other relevant interested parties (including competitors);

© IS0 2020 - All rights reserved
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technical capabilities of the organization, its competitors and other interested parties;
market analysis and benchmarking;
national, regional and international growth;

otherinformation that canaid the organization to determine whether or not to apply for [P protection
to capture and secure the opportunity represented by the innovation initiatives.

6.2.3 How

In the process nFidpnfiFying and anining opportunities, the organization should:

ensure [deas are captured by various means and stored along with relevant data (e.g. caneeption
date, exfernal disclosure date). This can provide proof in case of a later challenge or dispute;

establish good communication between IP, R&D and marketing staff, to ensure a sHared
understanding of what the organization’s most valuable technology is, and to atign its R&D [plan,
existing inventions and marketing approach;

conduct internal IP portfolio analysis by reviewing and maintaining an updated database with the
goal of defining the appropriate scope of protection;

conduct analysis on the state of the art and/or IP (e.g. possibly through tools and methods like 1P
search, [P navigation or IP landscaping) for the purposes of:

1) detecting innovation opportunities that are not yet covered or protected by the IPRs of others

2) identifyling potential competitors and their activities, ‘with a focus on their IP position and/or
directign;

3) identifyling potential collaboration opportunities and partners, including technology trapsfer
opportynities and entering innovation partnerships, as appropriate (see ISO 56003:2019);

4) spotting trends in technology or in the market at an early stage.

— in circymstances involving externalieollaboration, funding or other contribution, ensure that IP
generatpd during the innovationprocessis accessible by the organization for its intended purpoge(s).

6.2.4 Output

These activities can resultin the following outputs:

6.3

understianding the'state of the art and existing IPR related to innovation initiatives;
identifi¢d and,prioritized potential opportunities or opportunity areas for innovation;

identifi¢d-relevant IP or IP gaps for exploring market opportunities.

IP management in the "create concepts” process

6.3.1 Why

To provide insights from an IP perspective to support: 1) generation of potential concept(s) to address
identified opportunities; 2) selection of potential concepts based on IP criteria to inform decision makers.

6.3.2 Input

To create potential concepts for innovation, the organization should consider the following inputs:

12

understanding the state of the art and existing IPR related to innovation initiatives;
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dentified and prioritized potential opportunities or opportunity areas for innovation;

dentified relevant IP or IP gaps relevant to market opportunities;

— other information (e.g. organizational policies and strategy for IP related to the intended markets)
that can aid the organization to determine whether the concepts should be protected and the scope
of such protection.

6.3.3 How

The organization should:

— ]

— ]

eview internal IP records/database to access the existing IP relevant to concept creati
eview third party IP to assess related risks and opportunities;

reate concepts from promising ideas or potential solutions;

— ]

JR— q

— ¢

6.3.4

Thes|
inter

— Ijtermine potential opportunities for new IP;

investigate and assess the concepts created;

dentify potential partners or licensees and assess related risks'and opportunities;

etain and maintain the documented information (e.g. records of the concepts generat

ilzventor's information and their inventions and contributions, proof of earliest d
inventions);

elect the best concepts from those created, haying regard to the earlier steps;

bnsure the best concepts support the IP strategy.

Output

e activities can result in the follawing outputs which can form an IP perspective to infq
ested parties:

— Uipdated records of innoyation activities, results and data;

—

onsideration of the most viable concept(s) from an IP perspective;

inderstanding ofthe organization’s own IP which is relevant to the created concepts;

assessment.of.the IP risks and opportunities which are relevant to created concepts;

assessment of which potential concepts should be protected and which should be m
available;

ed including
ates of the

rm relevant

ade publicly

— defined and prioritized scope for IP creation and protection.

6.4

IP management in the " validate concepts " process

6.4.1 Why

To further investigate and assess IP risks and opportunities as a basis for validating the created
concepts and, where appropriate, seek I[P protection for the validated concepts.

© ISO

2020 - All rights reserved
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6.4.2 Input

To support the validated concepts, the organization should consider the following inputs:

6.4.3 How

the record of existing innovation activities, results and data;
all concepts created;
understanding of the organization’s own [P which is relevant to created concepts;

assessment of the IP risks and opportunities related to created concepts;

assessnfentof whetheror ot to pursue 1PR;amd-if so, wiich formstopursue;

defined|and prioritized scope for IP creation and protection.

The organization should:

conduct IP analysis to assess IP risks and opportunities relevant to validated concepts;

determine how to mitigate risks identified through the IP analysis (e:g.\license in, secure addit]

protection, design around or abort the project);

negotiate with potential collaborators and licensors to access:P, other innovation resources

capabilities to reduce the uncertainty of validated concepts;

implement appropriate measures to ensure that IP protection can be maintained (e.g. confident

and tradle secret protection measures like Non-Disclostire Agreements, see Annex A);
update the records of the validated concepts;

ensure there is alignment between validated'concepts and the IP strategy.

6.4.4 Output

These activities should result in the féllowing outputs:

6.5

updated records of innovatignjactivities, results and data;
validatgd concepts with@mn*acceptable level of risk from an IP perspective;
understanding the potential for obtaining IPR related to validated concepts;

necessary documented information, including IP and IPR documentation;

approptiatenmeasures aimed at addressing specific risks / liabilities, e.g. intentional (defen

publication’to block others from obtaining IP protection in areas of interest;

ional

and

ality

sive)

report(s) on potential licensing-in and licensing-out opportunities.

IP management in the " develop solutions " process

6.5.1 Why

To optimize IP related opportunities and mitigate IP risks for workable solutions by developing and
executing an IP plan to further develop IP assets and to promote innovation.

14
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6.5.2 Input

To support developing concepts into workable solutions, the organization should consider the
following inputs:

— inventory of all IP owned by the organization;
— legal frameworks regarding commercialization of workable solutions in the intended markets;
— workable solutions from third parties;

— updated records of innovation activities, results and data;

— P risks relevant to validated concepts;
— assessments of potential licensing-in and licensing-out opportunities;

— ¢nsure that the proposed solution and IP strategy are aligned.

6.5.3 How

The ¢rganization should:
— ¢onduct further IP analysis to assess IP risks and opportunities relevant to workable s¢lutions;
— 1nitigate risks identified through the IP analysis of workable solutions;
— e¢xercise rights and fulfil relevant contractual obligations;

— apply measures to ensure that IP protections ate maintained;

— Uipdate records of workable solutions;

— gupport the branding strategy, if applicable, by addressing trademarks and other relevant IP.

6.5.4 Output

Thesp activities should result ifithe following outputs:
— yiable workable solutions from an IP perspective;
— [P plan includingupdated IP portfolio, resource deployment, defensive publication, branding etc.;

— agreements €hat have been outputs which address IPRs (e.g. with suppliers, sub-contractors,
partners).

6.6 | IPamanagement in the " deploy solutions" process

Be awarethatcertaimformsor types of tPcamremerge fromrimmovatiomr imnitiativesamd—can generate
commercialization opportunities that persist for at least the lifetime of the IPR (i.e., approximately 20
years for patents, the lifetime of a trademark if properly maintained, or potentially in perpetuity for
properly protected trade secrets).

As such, this phase can persist for the lifetime of the specific IPs term, and should be continually
monitored to ensure the opportunities for protection, commercialization, and/or exploitation are
continually optimized for the market over this lifetime.

In practice this will require an organization to continually iterate across the five interacting processes
during the lifetime of the IP to ensure the IP is optimized (e.g., by creation of additional IP and/or the
abandonment or sale of unnecessary IPR’s for cost savings).
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6.6.1 Why

To support efficient deployment of the workable solutions through IP management activities focussed
on maximizing value and minimizing risk.

6.6.2 Input

To deploy IP, the organization should consider the following inputs:

— the workable solutions;

- the IP nlan including yndatad IPD nartfalia laagictical arrangamaonte dofonciva nuhlica
| kel ekehadelthaakalel o TpPEEEEEEE | Mt - LS s - Nk ) e EEREEET | il
branding etc.;
— feedbadk from contractual partners;
— commefcial strategy for innovation deployment.
6.6.3 How

The organiz

— monitof
initiativ

— engage

— review

solution
landsca

— underst
tothe o

ation should:

and assess IP risks with a view to mitigating risks througheut the lifecycle of the innov
€;

hppropriate resources to address legal disputes shouldthey arise;

[P filings, technical innovation direction, markét trends, technical standards, compe
s to identify innovation opportunities, e.g. pessibly through tools like IP navigation

ping;

and the utility of the IP assets of the organization, such as: ease of IPR enforcement; close
Fganization’s product, competitor’s product, duration of protection, scope of the proted

and countries where the IPR has been obtained;

— leveragyg

e [P assets: e.g. by initiating licensing-in and licensing-out negotiations to realize IP v

enforcing IPRs if there are infringements; collaboration with third parties to utilize IP; obta

financig
acquisit

— update
portfoli

— ensure

6.6.4 Out

| investment; leveraging)business cooperation; exploring opportunities for merger
ion;

relevant information about the organization’s IP assets or IP portfolio, and prun
D as appropridte;

he deployed IP aligns with and supports the IP strategy:.

put

tion,

htion

fitive

or [P

Pness
tion;

alue;
ning
and

b the

These activ

— optimiz

fescan resuttin the foltowing outputs:

ed inventory of IP assets;

— minimized risks relating to the deployed solutions;

— realized value from IP, including both financial and non-financial;

— realized new opportunities for future innovation initiatives.
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Annex A
(informative)

Tools and methods for invention record and disclosure

This annex relates to Clause 6 on [P management in the innovation process.

This[annex details tools and methods for recording and disclosing ideas, concepts and/
solutfions arising from innovation processes.

A.1 | IP management related with employees

Ensuring ownership of innovation outputs is critical because such ownershipis a prerequig
rightls, such as the right to register IP and the right to exploit the IP. In Some instances, I}
by injventors until those rights are specifically assigned by a written assignment agreemen
employee created the invention within the scope of employment. It'simportant to establis
of inhovation outputs at the outset.

Managing employee created IP risks is also critical. For exaniple, employees can create IP i
risk for their organization if they utilize a former employer'sitrade secrets, patented techno
proprietary information. They could also reveal an organization's trade secrets during em
after|leaving the organization. These potential [P risksalso should be avoided by conduct
IP mpnagement activities (See annex E).

In orider to address these issues, organizations.should establish processes to improve theil

r workable

ite for other
PRs are held
t, even if the
h ownership

hfringement
gy or other
loyment or
ng effective

employees’

IP awareness, clarify and document the ownership of innovation outputs, and ensure that employees

comply with confidentiality obligations.

Tabl¢ A.1 can be used as guidance to_conduct IP management activities related to emplc
activiities will typically require a degree of collaboration between IP people and hum
perspnnel.

Table A.1 —£ Guide for IP management activities related with employees

yees. These
An resource

For ¢ new employee:
— [Conduct an IR‘baekground check, including:

— verifying all substantive employment during a period of at least five years (or other numb
depending on requirements of the position) immediately preceding the employee’s applic

——. finding out whether the new employee has signed a confidentiality, non-compete and/or 1

er of years
htion;

on-

solicitation agreement with hic/hpr former pmp]nypr;

— Requiring a new employee to confirm the following:

— disclose any IPR-related lawsuits that he or she may have been involved in;

employer;
— Askanew employee to sign a Confidentiality and IP Ownership Agreement;

— Assess the necessity of signing a non-compete and/or non-solicitation agreement.

— that he/she will not use or disclose any trade secrets or other proprietary information of any former
employer or third party without their written authorization while in their current employment;

— thatin the event that the employee retains any IP ownership, that he/she will grant the employer a
license to use and control the IP and/or lists all IP that he/she owns and intends to not license to the

© IS0 2020 - All rights reserved
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Table A.1 (continued)

Reward

ation.

For an employee during employment:

Request employees to record innovation information and their contributions during the innovation
processes;

Request employees to internally disclose innovation outputs according to organizational processes;

Confirm their authorship and inventorship;

employees who are involved in the innovation process, if applicable;

For a depar

Ask a dg
or contj
trade sq

Especially fd

Confirnf

potentid

Assess
compet

Remind|
departi
agreed

Set asid
employy{
confide

Identify]
or dowt

Copy th
the emp
evidenc

Obtain information about the departing employee's new employer (which cotild help determine the

ing employee:
parting employee to return or delete anything confidential that he/she has in theig-possessi

cret;
r a departing key employee:

that the departing employee has signed all necessary IP assignments;

1 risk of misuse of the employer's confidential information);

he need to take appropriate measures against the departing employee based on any signed no|
e and/or non-solicitation agreements;

the employee of their ongoing obligations related to cofifidential information and IP; require t
hg employee to sign a Departing IP Agreement (which-would confirm the obligations that they
o upon hire) if necessary;

e and secure all work computers, hard driyes, and removable storage media used by the depar
e until these memory storage devices can be copied and examined for any evidence of misuse
htial information;

any improper activity by the departing employee, such as removing or deleting files, forward
loading documents in the days or months before departure, etc.;

e departing employee's entire’email mailbox for his/her last 60 to 90 days of employment wit|
loyer from the email backiip medium or server and preserve for possible examination for
e of misuse.

ol upon the termination of employment, and confirm the employee will not useex.disclose the

on

he
had

fing
of

ng

A.2 Tools

Keeping a r¢g
to verify an
party IPRs ¢

5 for invention records

cord of innovation activities can be used as evidence to clarify inventorship and owner
orgafiization's intellectual assets, or to defend against actions for the infringement of
te:

ship,
third

The organization should establish the discipline and routine of regularly recording the results
of innovation activities. The logbook and records need to be properly bound and should be kept
permanently secure and confidential for future use.

It is a preferred practice in all research and engineering endeavours, to document all innovation
activities. This logging of information can be done in a laboratory notebook, work journal, through
design mock-ups, storyboards, or in an electronic archive in case of information technology

developmen

t.

Table A.2 is an example for what can be included in an innovation record.

18
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Table A.2 — Example of record

Basic information

Name, phone number, e-mail address, date, address, number(s)

Title

Title of the project or experiment

Introduction Brief introduction of the purpose
Procedure Brief outline of the steps to be followed
Observations Record observations and numeric results
Results/Conclusions Conclusion based on the results
A.3 [ Tools Tor internal disclosure of invention

The

brganization should require inventors to internally disclose their inventions or\othe

outplits when a particular activity or development is considered worth developing.orprote
disclpsures can be used when the organization engages external advisers and.patent attd
issugs, during due diligence and/or as part of process for registering IP.

The

‘egular disclosure of inventions needs to be a priority for organizations. The inventio

form|is a common tool for supporting this procedure. Table A.3 is an example for creating
disclpsure form which can help the patent attorney evaluate the patentability of the inventi

a patlent application.

Table A.3 — Example of invention disclosure form

" innovation
cting; these
rneys for [P

n disclosure
hn invention
pn and draft

Title

Title of the invention

Field

Field of the invention

Inventorship and own-
ershjp

-Full name, address and nationality of the individual inventor(s) and/or
-Name and address of the inventor's and/or creator's employer or assignee

-Declaration signed by the inventor(s) and/or creator(s) claiming origin
thorship of theinvention,

reator(s),
brganization,

ality and au-

Prioy art

-Summary of the prior art known to the inventor(s) at the time of creatio

-Relatedspatents, IPRs or applications,

n,

Disclosure of invention

-Pugpose of the invention,

-Detailed description of the invention, e.g. physical structure, method, p
ings, components or formulation,

-Operation, function and use of the invention,

-Alternatives for the invention, such as any alternative methods, materials,
that are relevant for the invention,

-Advantages of the invention over the prior art and common general kno

- Potential application and relevance of the invention.

ocess, draw-

or apparatus

wledge;

To assess the potential value of the innovation, it is important that the disclosure includes information
about the relevance of the value, such as possible applications for invention in relation to the
organization's activities, domains and, competitive context, and as well possible advantages that might
be derived from the invention.

A.4 Disclose confidential information to third parties

The organization should only disclose confidential information to third parties after signing Non-
Disclosure or Confidentiality Agreements with the potential recipient(s).

The following checklist can be used as a guideline or checklist for developing the key terms that should
be included in a Non-Disclosure or Confidentiality Agreement.
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Table A.4 — Checklist for signing an NDA or Confidentiality Agreement

Subject Task Check M Comment

A mutual or one-way NDA? If one-way, who is the
disclosing party

Contracting Parties - - - -
Who are the contracting parties (e.g. with or without

their respective affiliates)

Purpose of the NDA (e.g. a general one or project

Purpose specific)

Scope of confidential information and the exceptions

. . ; Forms and carriers ol the coniidential Information
Confidential|/Information

Method to confirm the confidential nature of the
information if it is not tangible or in writing

Permitted and restricted uses of the confidential
information

Personnel who are permitted to have access to the

Usage of Confidential In- | ,nfidential information

formation —— -
Other obligations if any, such as standard of care,
restriction for making copies, etc.
Provision for disclosure required by law
Term of the NDA
Term

Confidentiality period

Treatment of the confidential information imthe event
of termination or expiration of the NDA
Right and Objigation upon |Any continuing license or use rights

Termination| Whether any warranties apply\in respect of the
information which is disclosed

What remedies are available-in the event of a breach

Process to be followed 'where disclosure is re-
quired by law

Related Regiilation -
Whether or notiexport control regulations need to

be addressed

Miscellameous: governing law, dispute resolution,
noticefefitire agreement and amendments, no as-
Miscellaneoiis sigmment, severability, no conflicting contracts,
no waiver of any future rights, authority to sign,
counterparts, etc.
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Annex B
(informative)

Tools and methods for IP generation, acquisition and maintenance

This annex relates to Clause 6 on [P management in the Innovation process.

This[annex introduces the common types of IPR and details tools and methods for_egnsuring the
apprppriate skill set and resources are available within an organization to develop and exequte on an IP
stratiegy, how to establish an IP filing strategy and how to assess and audit an organizabtion|s IP assets.
B.1 | Common types of IPR
Therg are different ways to protect IP and the form of IPR which is relevant depends on the¢ innovation
outcpme, as described in Table B.1.
Table B.1 — Common types of IPR
Types of IPR |Subject of protection Reglstr_a tion re- Term Remafks
quired
- Provides the right to exclude.
. Up to 20 years, main-
Patent Inventions Yes tenance fee to be paid | - Enforceable onlly in jurisdic-
tions where granted/validated.
Utflity model . , Ik Provides the right to exclude.
. . ; pto 10years, main-|_ Epforceable dnly in juris-
Inventions Yes . yinju
(Apailable in tenance fee tobe paid | gictions where| registered/
somp countries)
granted.
- Provides the right to exclude.
Identifier used.to Unlimited (if appro- L
Trademark distinguish goods/ Yes priately used), renew- |~ En_forceable gnly In juris-
services al fee to be paid dictions wheref registered/
granted.
- Provides the right to exclude.
Design Agsthetic design Yes Upto 25fyearsl,)ma1r'1(i - Enforceable gnly in juris-
tenance fee to be paid| dictions where| registered/
granted.
) o Country specific
Creative artistic term (typically |- Proof of the cfeation date,
Copyright works/ No 50/70 years after |authorship an(ll originality
N thodanth oftholact lnandad
Software Source code tRe-aeari-ortneastrieeaes:
living author)
Corr_lmerliial inflor' Potentially un- |- Proof and date of the trade
Trade secret mation / now-how No limited (if secrecy |Secret.
where value lies in ntained
its secrecy maintained) - Protection by national law.

B.2 SKill sets for IP management

Effective IP management requires that the appropriate organizational skill sets are engaged in creating
an [P portfolio and for developing and executing on an IP strategy. In order to determine which skill
sets are necessary it is important to consider which activities will be engaged in and why. Table B.2
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below provides an overview of the objectives and activities which define the skills that are required by
an organization in the establishment and execution of an effective holistic IP strategy.

B.2 — Overview of the objectives, activities and required skill set

Objective

Activity

Required SKill Set

the business

Define the characteristics of

Decide whether the organization wants
to be a market innovator, an early adopter
or follower

- Ability to understand implications of
organizational strategy (for example, ifin-
novator then should seek out IP protection
butif entering into an established market
then licensing options can be explored).

organization
business in

Define the mnarkets that the

intends to conduct

What markets (geographic, productand/
or service) will the organization be con-
ducting business

- Knowledge of different marketswhich
are relevant for the organization.

- An understanding of the legaklands
for IP protection and enfor¢ement i
relevant jurisdictions.

cape
h the

Identify pot
innovation s

bntial IP for each
fage

During the innovation phase determine
what can be protected by IP and what
form of IP protection (if any) is the most
appropriate

and
bach.

- Knowledge of different forms of I}
costs and benefits associated with

hnal-
n (if

- Ability toengage in a cost/benefit
ysis as towhat form of IP protecti
any) should be explored.

Implement aj
tion approad

pproved IP protec-
h

Execute on IP protection strategy which
has been approved

- Ability to engage in or oversee filing of
[RRs as necessary (e.g. patents, tifade-
marks, industrial designs).

- Ability to implement protective nheas-
ures if trade secret protection has peen
identified as the preferred approadh.

MaintainIPi
porting docy

hventory and sup-
mentation

Maintain an inventory of IP and keep track
of IP registration expiry and’renewal dates

- Documentation and organization skills.

Oversight oV

ler contractual ar-

Record and track IP transfers (including

- Documentation and organizational gkills.

rangements that relate to IP emp!o.y.ee assigmment), lllcenses, s_ales, - Ability to understand legal implications
acquisitions or anytransaction affecting IP
of contractual arrangements.

[P Audit Identify ofganizational IP assets - Ability to engage with different parts
of the organization to elicit information
about what can be or is protected hy IP.
- Ability to identify different forms|of IP.
- Ability to engage in the proces$ de-
scribed in B.4.

[P Valuation Value IP assets - Ability to understand potential value of
different forms of IP.

B.3 COI]Sidcn dtiUllb thll Cllsdgillg CAtCl lld} IP pl ufcaaiuuala

It is important to ensure that the right [P professionals are engaged by an organization. The following is
an overview of the relevant considerations for engaging an IP professional:

referral

S}

the organization’s needs (what specific [P advice is required);

identification of suitable potential professionals based on industry qualification, expertise and

due diligence based on references, success of former cases and potential conflicts of interests

(based on a consideration of whether they represent someone that is adverse in interest to the
organization);
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s discussed (sensitive details should not be disclosed in the initial meeting);

conclusions based on initial meetings where costs, potential conflicts and an approach to the issues

selection of appropriate IP professionals based on the outcome of due diligence, findings from the

initial meeting and reference checks (cost should not be the sole driver in selecting IP professionals).

The outcome is a fair retainer agreement that at a minimum addresses confidentiality, the scope of
work, the skill of the IP professionals to be engaged on the matter, the estimated costs, fee payment
arrangements and how potential conflicts of interests could be addressed.

B.4

In or
mair
costs
reley
folloy

Pate

1.

q

q
\

q

Trad
Filin
cons
cons

1.

pursue limited territorial coverage for the patent.

matter eligibility, the quality of patent*examination, the ease with which patents can

1P filing strategy

der to benefit from certain IPRs, it is necessary to file for protection. Filing for prq
taining these rights in different parts of the world requires organizational invéstmen
, etc.) so, it is necessary to consider when and where these protections should be s

ant considerations for filing strategies for two common types of IPR (patefitand trade
vs.

nts:

Lonsider the business market - decide whether to file for a patent based on short-ter

erm goals, where the organization’s competitors operate, andt¢he commercial and indus

[onsider the strategic and commercial value of the patent claims which are granted
laims are narrow then the organization may not want to maintain the patent or 1

[onsider the territories where patent protection should be sought - based on: how mugd
barned in each territory, how much licensing@evenue can be earned in each territory (d

ind remedies that are available for, infringement).
emarks:

b and maintenance costs—for trademarks tend to be lower compared to patents,
derations apply for a trademark filing strategy. The following are some of t

derations for where toyfile for trademark protection:

Consider the business market - decide whether to file for a trademark based on short-te}
erm goals, where the organization’s competitors operate, and the commercial and indus

Lonsider Ailing where there can be licensing opportunities (e.g. if there is dem
rganization’s innovation in territories that the organization do not want to operate in
icense’its trademarks to a third party who can market its own innovation under the of

ark) or franchising opportunities.

tection and
L (resources,
bught. Some
mark) are as

m and long-
trial trends.

- e.g. if the

nay want to

h revenue is
epending on

vhere competitors operate), the patent system of the markets being explored (in terms of subject

be enforced

so different
he relevant

'm and long-
trial trends.

hnd for the
then it could
ganization’s

counterfeiting and trademark or domain squatting.

B.5

IP audit

Consider a pro-active international trademark filing strategy to reduce risks of unauthorized sales,

An [P audit supports the development and maintenance of an IP portfolio. It entails reviewing the [P
assets which are owned or used by a business. An IP audit is necessary.

The following are recommended steps for an IP audit:

1.

Create an audit plan which includes determining:

— the purpose of the audit (e.g. acquisition related);

© ISO
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— the scope of the audit;

— the departments of the organization to be covered;

— the people who will be responsible for conducting the audit;
— atimetable for audit related activities;

— the budget;

— the form of audit report that will be produced.

2. Create gdetatted—chreckltstassigningspecificrotesamdresponsibitittes:
3. Auditing IP assets owned by the organization which includes:
— cataloghing and describing all relevant IP assets;

— determjning ownership of the IP assets (e.g. joint ownership or confirming thatalbrights have[been
registerjed and assigned to the organization, verifying chain of ownership);

— determining if IPRs are valid, their remaining term or whether any rights\have lapsed;

— determjning whether adequate measuresarein place to protect the assets (e.g. sufficient precaufions
in place|to protect trade secrets);

— determining if there are any restrictions or encumbrances onuse;
— any challenges to the validity of the IP assets;
— relevange of the IP assets to the business.

4. Identify, review and describe any agreements that may have any impact on the organization’s IP
(e.g. employment agreements, licensing agreements, collaboration agreements, grant agreements).

An IP audit|can serve to identify IP assets that are no longer of value (so they can be abandongd or
transferred|to third parties), identify which IP assets should be prioritized, and/or to identify whether
additional I assets need to be acquired:IP audits can be conducted on a periodic basis to ensure that [P
strategy remains aligned with the business and innovation strategies of the organization.
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(informative)

Tools and methods for IP search

This annex relates to Clause 6 on [P management in the Innovation process.

This[annex provides relevant information for conducting an 1P search. An I[P searcn can_gnly retrieve
published IP. The following are the overlying considerations in conducting an IP search¢

— Purpose of the search to be done;
— Available search competence;

— $election of the appropriate IP search resource.

C.1 | Purpose of the search to be done

IP databases, search engines and software for searching published IP play an important role in IP
strategy planning and in [P management. With the help of these tools, it is possible to:

— Identify key trends in specific technical fields and paye the road for future policy planning and R&D
ecisions;

— (ain competitive intelligence for business and innovation decisions;
— Avoid duplication of R&D efforts;

— Assess pre-existing IPR to determine registrability (e.g. prior art in the case of patent, conflicting
frademark or design);

— Determine the patentability*of an organization’s inventions;
— Avoid infringement of third party IPR;
— [valuate the value:ofan organization’s IP;

— $Support busjness decisions including decisions related to licensing, partnerships,| mergers &
dcquisitions;etc.

C.2 | Available search competences

The purposeamndthe potentiatHtegatamd-fimanciat conrsequencesarising fromr thesearchrresults should
determine the type and level of expertise which is required to conduct the search. Consider using either
internal or external resources, based on expertise, available time, and budget.

The criteria set out in Annex B related to engaging the right IP professional can also be relevant in this
context.

Key questions to be asked in identifying appropriate resources:

— Are the search results mission-critical (informational only or are they the basis for a decision with
significant legal or financial implications)? The more mission-critical the information, the greater
the necessity to have the most qualified resources.

— How experienced is the [P professional in terms of searching, analysing, interpreting and delivering
the results in an efficient way?
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arch resources

I[P information is available to the public through several databases and search engines. Although at
present no database has complete coverage of all published information, certain databases are more
comprehensive than others and therefore can be sufficient in certain circumstances. For a more
mission-critical search where more complete results are vital, it can be necessary to consult multiple
databases in order to find all relevant information.

[P information is available through both free and fee-based resources. Sources maintained by
government entities are often free of cost. Some examples include:

— Patents

— Espacer
— eSearch

— U.S. Pat

cona AToweld Tosallact o]l Do aoe $y: Organigation (VAJTDO) cazeaziazaazisan 1ot /oo od ot o oo )
w\.ll.l\' vvuriviiitviivoeltudr 1 1 Uy\,l \-J T 5u111uu\.1u11 L VVII U, VV VV VV.VV lyU-AllL'l }IMLMIILJ\/U}J\/J

et -European Patent Office(EPO, https://worldwide.espacenet.com/)

-European Intellectual Property Office (EUIPO, euipo.europa.eu/eSearch)

ent and Trademark Office (USPTO, www.uspto.gov)

— Nation]i Intellectual Property Administration, PRC (CNIPA, www.cnipa.gov'cn)

— J-PlatP
Depending
might be les
be best to cd
Key questio
— Isthein

— What aj

— Is the iq
validity]

while far technical information like a prior art or novelty search, databases containing bibliogr

and full
— How soj

— Doesth
the gred
languag

— Are the
needed

— What ai

- Japan Patent Office (JPO, https://www.j-platpat.inpit.go.jp/)

pn organization’s needs, a database or search engine thatis‘useful for one type of sq
5 applicable to handle another. When selecting the right IP’séarch and analysis tool, it W
mpare the available data sources against the objectives:

s to be asked:
terest in the IP information for a specific cousitry or region or worldwide?

e the types of IP documents that need searched?

of existing IPRs, legal status databases are the most important information sources tq

-text data will be the tool of.choice.
bhisticated should the search strategy be to deliver the desired results?

e search engine and’service have the applicable search fields, and data coverage? For exa
ter the number o0fiindexed search fields (e.g. classifications, citations, full text and diff
es), and searchifunctionality, the greater the information which can be derived from the

search results presented in a way that is suitable to provide accurate input for the an3
for theserganization?

erthe resources (e.g. budget, staff)?

arch
rould

terest in technical, legal or business:related information? For example, in determining the

use;
iphic

mple,
brent
data.

lysis

26

© IS0 2020 - All rights reserved


http://www.wipo.int/patentscope
https://worldwide.espacenet.com/
https://euipo.europa.eu/ohimportal/en/databases
http://www.uspto.gov
http://www.cnipa.gov.cn
https://www.j-platpat.inpit.go.jp/
https://standardsiso.com/api/?name=b00c028a7cef216f0c50463635850db6

	Foreword
	Introduction
	1 Scope
	2 Normative references
	3 Terms and definitions
	4 IP management Framework
	4.1 Understanding the organization and its context
	4.2 Establishing systematic IP management
	4.3 IP management responsibility
	4.3.1 Leadership and commitment
	4.3.2 Organizational roles and responsibilities
	4.4 Culture
	4.4.1 Awareness
	4.4.2 Work environment
	4.5 Human capital
	4.5.1 People
	4.5.2 Knowledge and competence
	4.5.3 Education and training
	4.6 Financial considerations
	4.7 Legal considerations
	5 IP Strategy
	5.1 IP strategy goals
	5.2 Developing IP strategy
	5.3 Implementing IP strategy
	6 IP management in the innovation process
	6.1 General
	6.2 IP management in the "identify opportunities" process
	6.2.1 Why
	6.2.2 Input
	6.2.3 How
	6.2.4 Output
	6.3 IP management in the "create concepts" process
	6.3.1 Why
	6.3.2 Input
	6.3.3 How
	6.3.4 Output
	6.4 IP management in the " validate concepts " process
	6.4.1 Why
	6.4.2 Input
	6.4.3 How
	6.4.4 Output
	6.5 IP management in the " develop solutions " process
	6.5.1 Why
	6.5.2 Input
	6.5.3 How
	6.5.4 Output
	6.6 IP management in the " deploy solutions" process
	6.6.1 Why
	6.6.2 Input
	6.6.3 How
	6.6.4 Output
	Annex A (informative)  Tools and methods for invention record and disclosure
	Annex B (informative)  Tools and methods for IP generation, acquisition and maintenance
	Annex C (informative)  Tools and methods for IP search
	Annex D (informative)  Tools and methods for IPR evaluation
	Annex E (informative)  Tools and methods for IP risk management
	Annex F (informative)  Tools and methods for IP exploitation
	Bibliography

